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REMARKS 

L Introduction 

In response to the Office Action dated December 19, 2005» claims 3-16, 19-20, 24 and 28-34 
have been cancelled, and chmxi 1, 17, 21 and 25 have been amended- Ckims 1-2, 17-18, 21-23 and 
25-27 remain in the applicarion. Re-examinadon and re-consideranon of the application, as 
amended, is requested. 

II. Non-Art Rejectinns 

In paragraphs (2)-(3) of die Office Acdon, claims 1 and 9 were rejecced under 35 U.S.C 
§1 12, firsc paragraph, as containing subject matter which was not described in die specificarion in 
such a way as to reasonably convey to one skilled in the relevant art daat the inventor, at the time die 
apphcarion was filed, had possession of the claimed invention. 

Applicant's attorney has amended claim 1 and canceled 9 to overcome this rejection. 

III. Prior Art Rejections 

In paragraphs (4)'(5) of the Office Action, claims 1, 9, and 17 were rejected under 35 U.S,C. 
§1 02(e) as being anticipated by U.S, Patent No, 6,308,1 64 (Nummelin). In paragraphs (6)-(7) of die 
Office Action, claims 2-5, 7, 10-13, 15, 18-22, 25, 29-31, and 33 were rejected under 35 U.S.C. 
§1 03(a) as being unpatentable over Nummelin in view ofBuildPoint.com Launches First Web- 
based B\isiness-to-Business Solution For J415 Billion Construction Materials Induscr/' (Dialog). In 
paragraph (8) of die Office Action, claims 6, 8, 14, 16, 23-24, 27-28, 32, and 34 were rejected under 
35 U.S.C. §1 03(a) as being unpatentable over Nummelin in view of Dialog and further in view of 
U.S. Patent No. 6,928,396 (Thackscon), 

AppHcant's attorney respectfolly traverses diese rejections. Applicant's attorney subnucs that 
the cited references do not teach nor suggest all the limitations of Applicant's claims. 

The Office Action asserts that Nummelin describes an enterprise project management 
system including a system for creating new projects and adding project tasks and resources to the 
system. However, the Office Action admics that Nummelin does not disclose the various fimctions 
for collaborating bids between owners, architects, general contractors, subcontractors, suppliers, 
wholesalers and building product manufacturers. Nonetheless, the Office Action cites Dialog as 
teaching these limitations. However, the Office Action admits that Nummelin and Dialog togedier 
do not disclose the various functions for awarding contracts. Nonetheless, the Office Action cites 
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Thackston as reaching these limitarions. Moreover, the Office Action asserts that it would have 
been obvious to a person of ordinary skill in the art to tnodify the disclosures of Nummelin, Dialog 
and Thackston to accomplish the various aspects of Applicant*s claims. 
Applicant's acuorney disagrees. 

Independent claims 1, 17, 21 and 25. either in their otiginal form or as amended, specifically 
recite the project functions provided for collaborating on bids among owners, architects, general 
contractors^ subcontractors, suppliers, wholesalers and building product manufacturers, namely 
preparing bid documents by architects and owners; evaluating and re-packaging said bid documeats 
into bid packages by general contractors; distributing said bid packages to subcontractors by said 
general contractors; performing quantity take-offs and soliciting request for quotes from suppliers, 
wholesalers and building product tnanafectorcts by said subcontractors; prepaidng bids by said 
suppliers, wholesalers and building product maoxifecturers and for sabmitring said bids to said 
subcontractors; evaluating request for quotes and compiling bids by said subcontractors for submitting 
to said general contractors; evaluating bids received from said subcontractors and for compiling totals 
inco a base bid by said general contractors; and submitting said base bid by said general contractors to 
said owners- 
Further, independent claims 1 and 17 and dependent claims 23 and 27 recite awarding contracts 
to general contractors by said owners and architects; and awarding contracts to said subcontractors by 
said general contractors. 

These specific combinations of limitations are not shown by the Nummelin, Dialog and 
Thackston references, taken individually or in combination. 

Specifically, note die deficiencies of the Dialog reference in relation to the limitations against 
which it is cited. While Dialog describes an interactive web commerce solution for the construction 
industry, it does not teach or suggest all of the limitations of Apphcant's independent claims as 
alleged in the Office Action. 

For example. Dialog describes a manual bidding process char consists of owners and 
architects inviting general contractors to bid on a project: 

The contractors are given a set of plans and specifications, fi:om which each 

general contractor invites, via phone and fax, numerous subcontractors to bid on different 

parts of the project. 

Each subcontractor then prepares and distributes request-for-quote (RFQs) 

to materials suppliers to obtain pricing information on the materials to be used on the 
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project, which the subcontractor then uses to compile the bid response to die general 
contractor. 

The general contractors, after receiving all of the bids from their 
subcontractozs, then submit summary bids to the project owner or architect. 
Dialog states diat die process of moving from Initial project proposal to bid acceptance lakes 
weeks of phone calls and faxes to fixst distribute all of the necessary project information dirough die 
contractor chain, and dien gadier the resulting cost data. According to Dialog, by streamlining bid 
dissemination and response, the BuildPoint.com users will be able to more easily and quickly 
compile the information needed to prepare the formal bids necessary to win business. 

Dialog also describes BuildPointcom as providing the following services to more effectively 
manage the bidding process: 

BuildPoinr^s Bid Manager"^^ service enables project owners* architects and 
general contractors to disseminate and mange bid-related information to and from their 
downstream business partners, the general contractor and subcontracror. The service allows 
users to broadcast invitations-to-bid (ITBs) and other communications to other 
BmldPoint.com users and to parmers outside the BuildPoint.com community by automated 
fax service. Contractors can publicly post project information for bidding to the entire 
BuildPoint.com community and create a centralized location where partners can download* 
view and print all project information required to formulate a bid, including project plans 
and specifications. Bid Manager can also track and log project-specific communications 
such as bid submissions and responses to iTBs. 

BuildPoinc's Lead Manager^**^ service allows general contractors and 
subcontractors to respond to and manage bid-related information received from their 
upstream business parmers, completely online. In addition to managing responses to ITBs, 
Lead Manager can help users to Search and retrieve publicly posted project information, 
generating new business and more quickly gathering the information needed to complete a 
bid. 

In reviewing Dialog, however, it can be seen that nowhere are described the following 
limitations from Applicant's claims: 

Dialog says nothing about a computer-implemented function or step for "re- 
packaging said bid documents into bid packages by general contractors." 



-8- 

G&C 30566.221-US-Ul 



PAGE 11/12 ^ RCVD AT OT2fltt6 6:35:07 PM [Eastern Standi 



03-20-2006 03:55PM FROfc/hGatas & Cooper LLP 



+13106418798 



T-216 P. 012/012 F-475 



Dialog says nothing about a computer-iraplemenied funciion or step for 
"performing quandty take-offs." 

To establish prima facie obviousacss of a claimed invention, all the daim limitations must be 
taught or suggested by the prior art. See M.P.EP. §2143.01. In this instance, even when combined, 
tlie references do not teach or suggest the above Limitations. 

Thus, Applicant's attorney submits that independent daims 1, 17, 21 and 25 are allowable 
over Nummelin, Dialog and Thackston. Further, dependent claims 2, 18, 22-23 and 26-27, arc 
subinitted to be allowable over NummeUn, Dialog, and Thackston in die same matmer, because diey 
are dependent on independent claims 1, 17, 21 and 25, respecttvdy, and thus contain all the 
limicadons of the independent claims. In addition, dependent claims 2, 18, 22-23 and 26-27 redte 
addidonal novel elements not shown by Nummelin, Dialog, and Thackston. 

IV. Conclusion 

In view of the above, it is submiiced diat this application is now in good order for allowance 
and such allowance is respectfully solidted. Should the Examiner believe minor matters sdll remain that 
can be resolved in a telephone interview, the Examin«;ir is urged to call Applicant's undersigned 
attorney. 

Respectfully submitted, 

GATES & COOPER LIP 
Attorneys for Applicants 
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